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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

Election/Restrictions 

Claims 3, 4, and 7-16 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
11/20/2008. Claims 1-16 are pending and claims 1, 2, 5, and 6 are examined on merits. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the same activity" in 6. There is insufficient 
antecedent basis for this limitation in the claim. 

For the purpose of this Office action, the phrase is broadly interpreted as any 
activity of SEQ ID NO: 2 disclosed in the specification. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 and 5 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This written description rejection is based on 
the revised Written Description Guidelines available at the uspto web site 
(uspto.gov/web/menu/written.pdf). 

Claim 1 and 5 are drawn to genus of proteins different from SEQ ID NO: 2 with 
90% sequence homology or deletion, addition or substitution of SEQ ID NO: 2 and the 
genus having the same activity as that of SEQ ID NO: 2. 

The specification, especially Table 1-5 discloses SEQ ID NO: 2 has apoptosis 
activity, and cancer cell inhibitory activity. However, the specification does not teach 
which residue(s) or domain(s) is required for the activity. Note the revised Written 
Description Guidelines on pages 38 and 39. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 5 rejected under 35 U.S.C. 102(b) as being anticipated by Pitti et 
al, Journal of Biological Chemistry, Volume 271 , Number 22, Issue of May 31 , 1 996 pp. 
12687-12690. 
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Claim 1 , part 3) is drawn to a protein different from SEQ ID NO: 2 by deletion of 
unspecified number of amino acid residues and having a same activity as that of SEQ 
ID NO: 2. 

Pitti et al., discloses 281 amino acids protein named Apo-2 ligand. The structural 
difference between the instantly claimed protein comprising SEQ ID NO: 2 and Apo-2 
ligand is that C-terminal 19 amino acids are deleted. Note sequence alignment below. 
Since the instant specification discloses that the instant SEQ ID NO: 2 has apoptosis 
activity, it is concluded that the apoptosis activity of Apo-2 ligand is same as the 
instantly claimed activity. 

Qy 1 TLSSPNSKNEKALGRKINSWESSRSGHSFLSNLHLRNGELVIHEKGFYYIYSQTYFRFQE 60 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 135 TLSSPNSKNEKALGRKINSWESSRSGHSFLSNLHLRNGELVIHEKGFYYIYSQTYFRFQE 

194 

Qy 61 EIKENTKNDKQMVQYIYKYTSYPDPILLMKSARNSCWSKDAEYGLYSIYQGGIFELKEND 

120 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 195 EIKENTKNDKQMVQYIYKYTSYPDPILLMKSARNSCWSKDAEYGLYSIYQGGIFELKEND 

254 

Qy 121 RI FVS VTNEHL I DMDHEASFFGAFLVG 147 

I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 255 RI FVS VTNEHL I DMDHEASFFGAFLVG 281 

Conclusion 

Claims 2 and 6 are objected because they depend on the rejected base claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MISOOK YU whose telephone number is 571-272-0839. 
The examiner can normally be reached on 8 A.M. to 5:30 P.M., every other Friday off. 



Application/Control Number: 10/577,535 Page 5 

Art Unit: 1642 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Helms can be reached on 571-272-0832. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MISOOK YU 
Primary Examiner 
Art Unit 1642 

/MISOOK YU/ 

Primary Examiner, Art Unit 1642 



